The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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KRATZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-7 and 18, which are all of the clains
pending in this application.

BACKGROUND

Appel lant's invention relates to a building cover
mat eri al, such as a roofing underlaynent that includes a

plurality of nail tabs placed at spaced intervals thereon. An
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under st andi ng of the invention can be derived froma reading
of exenplary clainms 1 and 18, which are reproduced bel ow.

1. A roofing material of the type
generally applied to roofs prior to the
application of roofing shingles, conprising

saturated underlaynment material, and

a plurality of nail tabs nade of a
t hernopl astic or thernosetting material fornmed
at spaced intervals by depositing said tabs onto
the surface of said saturated underl aynent
material in a liquid state, which subsequently
solidifies and bonds to said saturated
under | aynment material .

18. A building cover material of the type
generally applied prior to the application of a
finishing covering, conprising

a flat sheet or board covering material for
covering studs spaced at predeterm ned regul ar
intervals, and

a plurality of nail tabs nade of a
t hernopl astic or thernosetting material forned
at spaced intervals by dispositing said tabs
onto the surface of said covering material in a
liquid state, which subsequently solidifies and
bonds to said covering material.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Meeker 4,554, 196 Nov. 19,
1985
Zerfass et al. (Zerfass) 5,130,178 Jul

14, 1992
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In addition, the exam ner relies on several clainms of the
foll ow ng patent as evidence of obviousness type double
pat enti ng:
Lassiter Re. 35, 603 Sep. 16, 1997

Claim 18 stands rejected under 35 U.S.C. § 102(b) as
anticipated by Meeker. dainms 1-7 stand rejected under 35
U S.C 8§ 103(a) as being unpatentable over Zerfass in view of
Meeker. Clainms 1-7 are rejected under the judicially created
doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1, 10 and 21 of Lassiter (Re. 35, 603)
in view of Meeker.

OPI NI ON

We refer to the appellant’s brief and to the answer for
t he opposi ng viewpoi nts expressed by appellant and the
exam ner concerning the above noted rejections. For the
reasons which follow, we will not sustain the exam ner's 88
102(b) or 103(a) rejections as expressed in the answer.
However, we shall sustain the rejection of clainms 1-7 over
clains 1, 10 and 21 of Lassiter in view of Meeker based on the
judicially created doctrine of obviousness-type double

pat enti ng.
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As our initial inquiry into a review of the examner’s
rejections under 35 U.S.C. 8§ 102(b) and § 103(a), we nust
anal yze the claimlanguage to determ ne the scope and neani ng

of each contested limtation. See Gechter v. Davidson, 116

F.3d 1454, 1457, 43 USPQ2d 1030, 1032 (Fed. Gr. 1997). W
give the terns of the appealed clains their ordinary mnmeani ng
unl ess we find that another neaning is intended by appellant.

See In re Morris, 127 F.3d 1048, 1054-55, 44 USPQd 1023, 1027

(Fed. Cir. 1997); Inre Zletz, 893 F.2d 319, 321-22, 13 USPRd

1320, 1322 (Fed. Cr. 1996). Here, we observe that the clains
on appeal require that a surface of a covering material (claim
18) or the surface of an underlaynent material (clains 1-7)
has deposited thereon a plurality of nail tabs. W determ ne
that the ordinary nmeaning of the term"tab" as used in
appellant’s clains requires that the tabs have been deposited
in a manner so as to be in contact with the surface of the
covering or underlaynment as a "projection, flap or short

strip" on the surface.! This interpretation is consistent

1 See the definition of "tab" at page 1176 of Wbster’'s |
New Ri verside University Dictionary, The Ri verside Publishing
Conpany (1984). A copy of that dictionary page is attached to
t he deci sion.
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with the requirenment that the clainms of the application be
gi ven the broadest reasonable interpretation consistent with
the specification as they woul d be construed by one of

ordinary skill in the art. See In re Sneed, 710 F.2d 1544,

1548, 218 USPQ 385, 388 (Fed. Cir. 1983). In this regard, we
note the description in the specification at page 5, |ine 31

t hrough page 7, line 4 thereof indicates that the tabs are in
contact with but rai sed above the surface of the covering

mat eri al or underl aynent.
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Rej ection under 8§ 102(b)
The exam ner has the initial burden of establishing a

prima facie case of anticipation by pointing out where all of

the claimlimtations are described in a single reference.

See In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed.

Cr. 1990); ILn re King, 801 F.2d 1324, 1327, 231 USPQ 136

138-39 (Fed. Cir. 1986). This the exam ner has not done.

Rat her, the exam ner essentially urges that the fibrous
product of Meeker that includes perneated material (30,
figures 2 and 3) neets the structure of claim18. W
di sagree. The product specified in claim18 requires a
plurality of nail tabs made of thernoplastic or thernosetting
material. As we noted above, such nail tabs constitute
protrusions on the surface of a covering material. |n our
view, the single area (30, figures 2 and 3) in which a nolten
thernopl astic material perneates and solidifies in the fibrous
product of Meeker does not constitute a teaching of a single
tab let alone a plurality of surface protrusions or tabs as
required by that appealed claim Hence, the exam ner has
sinply not carried the initial burden of establishing a prim

faci e case of anticipation as to appeal ed cl ai m 18.
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Consequently, we reverse the rejection under 35 U S. C
§ 102(b).
Rej ection under § 103(a)

The roofing material products specified in each of clains
1-7 require a plurality of nail tabs nade of thernoplastic or
thernosetting material. Like the Meeker patent discussed
above, the additionally applied Zerfass patent sinply does not
teach or suggest such nail tabs as herein clained.

Recogni zing this deficiency of the teachings of the Zerfass
patent, the exam ner turns, once again, to Meeker (answer,
page 4) in a futile attenpt to supply evidence establishing

t he obvi ousness of the clained nail tabs. However, for
reasons noted above, our review of Meeker reveals that the

t hernopl astic resinous material portion of the fibrous product
described in that patent does not nmake up for the lack of a
teaching of a plurality of nail tabs in Zerfass.

From our perspective, the exam ner has not satisfactorily
expl ai ned why one of ordinary skill in the art would have been
led to nodify the product of Zerfass in |light of the teachings
of Meeker so as to arrive at the herein clainmed roofing

mat eri al product containing nail tabs. In this regard, the
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exam ner has not convincingly established how the teachi ngs of
Meeker (columm 1, lines 20-23 and 45-68) with respect to
formng a hardened resin perneated portion in a fibrous
product for holding an insert for a screw fasteni ng device
coupled with the teachings of Zerfass (colum 2, lines 3-16)
regarding the formation of a particular support web for
roofi ng menbranes that is reported as having good nail pul
out resistance would have |l ed one of ordinary skill in the art
to effect a nodification in the support web product of Zerfass
so as to arrive at the clained product including nail tabs.
On this record, we reverse the stated rejection over the
conbi ned teachi ngs of those references.
Qobvi ousness-type Doubl e Patenting Rejection

We note that in obviousness-type doubl e patenting
rejections, the analysis enployed parallels the guidelines for
anal ysis of a 8 103 obvi ousness determ nation. See In re

Longi, 759 F.2d 887, 892-93, 225 USPQ 645, 648 (Fed. Grr

1985). Accordingly, the question this appeal presents
requires us to decide whether clainms 1-7 on appeal herein

enconpass a roofing material product containing a plurality of
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nail tabs which would not have been patentably distinct from
the product of clains 1, 10 and 21 of Lassiter (R E. 35, 603)
taken with the teachings of Meeker. A review of each of
claims 1, 10 and 21 of Lassiter (R E. 35,603) reveals that a
roofing material including a plurality of nail tabs secured
thereto is required in each of those clains. Here, we agree

with the examiner that it would have been prima facie obvious

to one of ordinary skill in the art to formthe nail tabs of
claims 1, 10 and 21 of Lassiter (R E. 35,603) using a

t hernopl astic or thernosetting material since such plastic
materials are known to harden and forma secure base for

hol ding a fastening device as generally suggested by Meeker.
Wi | e appeal ed clains 1-7 describe the product at | east
partially in terns of the method by which it is nmade, we
observe that the finished product not the method of nmaking the
product, is the focus of our inquiry since the patentability

of such clains is determ ned based on the product itself. See

In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Gr

1985) ("If the product in a product-by-process claimis the

sanme as or obvious froma product of the prior art, the claim
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i s unpatentabl e even though the prior art product was nmade by
a different process."). Were, as here, appellant’s
product and that of clainms 1, 10 and 21 of Lassiter (R E

35, 603) appear to be substantially identical, the burden
shifts to appellant to provide evidence that the applied
product of clainms 1, 10 and 21 of Lassiter (R E. 35,603) does
not necessarily or inherently possess the relied upon

characteristics of appellant’s clainmed product. See In re
Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980); In

re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-434 (CCPA

1977); In re Fessmann, 489 F.2d 742, 745, 180 USPQ 324, 326

(CCPA 1974). The reason is that the Patent and Tradenmark
Ofice is not able to manufacture and conpare products. See
In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-434 (CCPA
1977); In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA
1972). Appel |l ant di scusses nethod differences but has not
persuasively argued in the brief, let alone established with
obj ective evidence, how the products of the appealed clains 1-
7 are patentably distinguished over the product of clains 1,

10 and 21 of Lassiter (R E. 35,603) alone or the product of
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clains 1, 10 and 21 of Lassiter (R E 35,603) as nodified
based on the teachings of Meeker as applied by the exam ner in
conbi nation therewith. Accordingly, we shall sustain the
examner’s rejection of clainms 1-7 under the judicially
created doctrine of obviousness-type double patenting over
clainms 1, 10 and 21 of Lassiter (R E. 35,603) in conbination
wi th Meeker.
O her |ssues

Prior to final disposition of this application and/or in
the event of any other further prosecution of the subject
matter of this application, the exam ner should determ ne
whet her an obvi ousness-type doubl e patenting rejection of
claim 18 over any of the clains of Lassiter (R E. 35, 603)
woul d al so be appropriate with or without additional prior
art. In this regard, we also note that clainms 4 and 13 of
Lassiter (R E. 35,603), which clains describe plastic tab
mat eri al should be particularly considered by the exam ner in
consi dering an obvi ousness-type doubl e patenting rejection of
appellant’s clains in the event of further prosecution.

CONCLUSI ON

The decision of the examner to reject claim 18 under
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35 U.S.C. §8 102(b) as anticipated by Meeker and to reject
clainms 1-7 under 35 U . S.C. 8 103(a) as being unpatentabl e over
Zerfass in view of Meeker is reversed. The decision of the
examner to reject clains 1-7 under the judicially created
doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1, 10 and 21 of Lassiter (Re. 35, 603)

in view of Meeker is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

CHARLES F. WARREN
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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FRANK S. VADEN, |11

BRACEVELL & PATTERSON, L.L.P.
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HOUSTON, TX 77208-1389
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